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REASONS FOR PRE- APPEAL CONFERENCE REQUEST 



Independent claims 23, 37 and 48 stand rejected under 35 U.S.C. 102(b) as being 
anticipated by Rompe (U.S. 5,903,856). The patent owner traversed these rejections in an Office 
Action Response dated November 16, 2005. In a Final Office Action dated December 19, 2005, 
the Examiner renewed the 102(b) rejections, finding the patent owner's arguments to be 
unpersuasive. The patent owner submits that the rejections of at least independent claims 23, 37 
and 48 are based on an incorrect interpretation of the cited Rompe reference and are thus based 
upon clear errors in fact. Moreover, the patent owner further submits that the Final Office 
Action wholly fails to show correspondence between the Rompe reference and each element of 
at least independent claims 23, 37 or 48, and therefore fails to establish a prima facie showing of 
anticipation under 35 U.S.C. § 102(b). 

CLEAR ERRORS IN FACT 

As explained in the November 16, 2005 Office Action Response, independent claims 23, 
37 and 48 are patentably distinct from the Rompe reference. Each of the independent claims 
recite steps for estimating the battery capacity in a mobile device. Significantly, the Rompe 
reference does not disclose any means for estimating or otherwise determining battery capacity, 
let alone the very specific systems and methods recited in claims 23, 37 and 48. 

The differences between the Rompe reference and each of claims 23, 37 and 48 are too 
numerous to restate in their entirety within this document, and the patent owner therefore refers 
the Panel to the prior Office Action Response for a more detailed analysis. A summary of the 
most stark differences is set forth below for the convenience of the Panel. 
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The Rompe reference discloses a device that uses a movement sensor to monitor and 
record the movement of materials during transport. (See, Rompe, col. 1, line 6-67.) In addition, 
the Rompe reference discloses a method for changing the operational state of the movement 
sensor based on a measured loaded voltage (Ulsens) of the battery in order to account for the 
reduced capacity of the battery at low temperatures. (See, Rompe, col. 2, line 33-39.) The 
Rompe reference does not, however, disclose any method for measuring or otherwise deducing 
battery capacity. Nor does the Rompe reference disclose any means for calculating an unloaded 
battery voltage from measurements of the loaded battery voltage, as recited in the independent 
claims. 

With reference to Figure 4, the Rompe reference describes that as a measured loaded 
battery voltage (Ulsens) falls below certain limiting (threshold) voltages (U1-U5), the device 
transitions from "normal operation" mode to "reduced power operation" mode to "suspend power 
operation" mode, and eventually to "ultimate sleep mode." (See, Rompe, col. 6, line 18 - col. 7, 
line 22). Each successive operational mode requires less energy consumption from the battery. 
Figure 4 of Rompe illustrates how a no-load battery voltage (Uladu) and a loaded battery 
voltage (Ulsens) may vary over time and temperature, and how this variation causes the device 
to transition between the operational states (U1-U5). Significantly, there is absolutely no 
suggestion in Figure 4 (or Figure 5), or within the corresponding written description, as to how 
any battery capacity value may be estimated from this information or how a present unloaded 
voltage may be calculated from a measured unloaded battery voltage. 1 The conclusions of the 

1 The Rompe reference suggests at column 6, lines 20-23 that it would be advantageous to adapt power 
consumption based on the available capacity or the measured voltage. However, the Rompe reference does not 
provide any further detail regarding how power consumption might be adapted based on available capacity. Rather, 
the only description provided in Rompe relates to how to adapt power consumption based on the measured voltage 
(i.e., by transitioning between states U0-U5 based on the measured battery voltage under load (ULSENS)). 
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Final Office Action relating Figures 4 and 5 of Rompe to the very specific steps recited in claims 
23, 37 and 48 for estimating battery capacity are therefore clearly based on an erroneous 
interpretation of the Rompe reference. 

For example, independent claim 23 recites a method of estimating a usable battery 
capacity for a mobile device that includes numerous steps, such as "determining a present 
unloaded battery voltage based on the present unloaded battery voltage and one or more 
operating condition," "determining a present battery capacity using the present unloaded battery 
voltage," "determining an operational threshold capacity using the unloaded operational 
threshold voltage," and "estimating the usable battery capacity based on the present battery 
capacity and the operational threshold capacity." Significantly, claim 23 recites the 
determination of three different types of battery capacities: a present battery capacity, an 
operational threshold capacity, and a usable battery capacity. The Final Office Action 
inexplicably points to Figures 4 and 5 of the Rompe reference as corresponding to these claim 
limitations, even though the Rompe reference does not disclose how to calculate even a single 
battery capacity value, let alone three different battery capacity values. The patent owner is 
therefore unable to comprehend how the Final Office Action purports to find correspondence 
between the Rompe reference and these limitations of claim 23 based solely on the illustrations 
shown in Figures 4 and 5, which have nothing at all to do with battery capacity. Similar 
deficiencies are also found in the rejections of independent claims 37 and 48, as explained in 
detail in the prior Office Action Response. These rejections are unquestionably based on clear 
errors of fact, and cannot stand. 
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FAILURE TO ESTABLISH A PRIMA FACIE REJECTION 



In addition to the reasons stated above, the rejections of independent claims 23, 47 and 48 
are improper because the Examiner has failed to establish that the cited Rompe reference 
anticipates each element of the claims. The Final Office Action repeatedly points to Figures 4 
and 5 of Rompe as corresponding to numerous claim limitations, without even attempting to 
explain how these limitations are taught by Figures 4 or 5 and without citing to any support from 
Rompe's written description. As explained above and in the prior Office Action Response, the 
Examiner is clearly attempting to read far too much into Figures 4 and 5 of the cited reference. 
The patent owner therefore submits that the Final Office Action fails to show correspondence 
between the Rompe reference and each element of the rejected independent claims, and thus fails 
to make out a prima facie showing of anticipation under 35 U.S.C. 102(b). See, MPEP 2131.01 
("To anticipate a claim, the reference must teach every element of the claim. 1 ') 

For at least the above reasons, the patent owner respectfully submits that the pending 
claims are allowable, and requests the withdrawal of the rejections and the allowance of the 
pending claims. 



Respectfully submitted, 




JONES DA 



Joserfh M. Sauer (Reg. No. 47,919) 
Jones Day 

NortmPoint, 901 Lakeside Avenue 
Cleveland, Ohio 44114 
(216) 586-7506 
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